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DETAILED ACTION 



The Specification Objection, 35 U.S.C. 1 12, second paragraph and 35 U.S.C. 101 Rejections 
from the previous Office Action are withdrawn due to applicant's current amendment. The 
following are new grounds of Rejections. 



Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-7 and 9-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Regarding claim 1. 

- Claim 1 recites the term "an underlying." It is unclear if the underlying is a stock or 
commodity, etc. Furthermore, claim language cannot be used in parenthesis. 

- Claim 1 recites the phrase "at or around." "At or around" is a relative term in which 
the metes and bounds cannot be determined. 

- Claim 1 recites the term "and/or." Back slashes should not be used in the claims. 

4. Regarding claim 10. Claim 10 recites the limitation "wherein said further contracts have 
terms as defined in claim 1 ." It is unclear whether the contract must include at least one term 
from claim 1 or whether the contract may include zero terms from claim 1 . 
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5. Regarding claims 12-14 and 16. It is unclear if a system or method is being claimed. 

- Claims 12-14 are directed to a computer system. However, these claims refer to 
claims 1, 9 and 10 that are method claims. 

- Claim 16 is directed to a computer readable medium. However, these claims refer to 
claims 1, 9 and 10 that are method claims. 

- Claims 12-14 and 16 are single means claims, i.e., where a means recitation does not 
appear in combination with another recited element of means, is subject to an undue 
breadth rejection under 35 U.S.C. 1 12, first paragraph. In re Hyatt, 708 F.2d 712, 
714-715, 218 USPQ 195, 197 (Fed. Cir. 1983) (A single means claim which covered 
every conceivable means for achieving the stated purpose was held nonenabling for 
the scope of the claim because the specification disclosed at most only those means 
known to the inventor.). When claims depend on a recited property, a fact situation 
comparable to Hyatt is possible, where the claim covers every conceivable structure 
(means) for achieving the stated property (result) while the specification discloses at 
most only those known to the inventor. See MPEP 2164.08(a). What is included in 
the system claims lacks structure. 



Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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7. Claims 1-7 and 9-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

8. Regarding claim 1 . In many instances it is clear within which of the enumerated 
categories a claimed invention falls. The question of whether a claim encompasses statutory 
subject matter should not focus on which of the four categories of subject matter a claim is 
directed to — process, machine, manufacture, or composition of matter — but rather on the 
essential characteristics of the subject matter, in particular, its practical utility. In the instant 
invention, the claimed subject matter does not cover either a 101 judicial exception or a practical 
application of a 101 judicial exception. The instant application is directed to abstract ideas. The 
subject matter courts have found to be outside of, or exceptions to, the four statutory categories 
of invention is limited to abstract ideas, laws of nature and natural phenomena. While this is 
easily stated, determining whether an applicant is seeking to patent an abstract idea, a law of 
nature or a natural phenomenon has proven to be challenging. These three exclusions recognize 
that subject matter that is not a practical application or use of an idea, a law of nature or a natural 
phenomenon is not patentable. See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.) 
498, 507 (1874) ("idea of itself is not patentable, but a new device by which it may be made 
practically useful is"); Mackay Radio & Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 
94, 40 USPQ 199, 202 (1939) ("While a scientific truth, or the mathematical expression of it, is 
not patentable invention, a novel and useful structure created with the aid of knowledge of 
scientific truth may be."); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759 ("steps of 
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'locating' a medial axis, and 'creating' a bubble hierarchy . . . describe nothing more than the 
manipulation of basic mathematical constructs, the paradigmatic 'abstract idea'"). 

9. Based on Supreme Court precedent and recent Federal Circuit decisions, the Office's 
guidance to examiners is that a § 101 process must (1) be tied to another statutory class (such as 
a particular apparatus) or (2) transfonn underlying subject matter (such as an article or 
materials) to a different state or thing. If neither of these requirements is met by the claim, 
the method is not a patent eligible process under § 101 and should be rejected as being 
directed to nonstatutory subject matter. Diamondv. Diehr, 450 U.S. 175, 184 (1981); Parker v. 
Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v.Benson, 409 U.S. 63, 70 (1972); Cochrane v. 
Deener, 94 U.S. 780,787-88 (1876). In the instant application the process is not tied to another 
statutory class. 

10. An example of a method claim that would qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the 
claim should positively recite the other statutory class (the thing or product) to which it is 
tied, for example by identifying the apparatus that accomplishes the method steps, or 
positively recite the subject matter that is being transformed, for example by identifying the 
material that is being changed to a different state. 

11. Regarding claims 12-14 and 16. The claims embrace or overlaps two different statutory 
classes of invention set forth in 35 U.S.C. 101 which is drafted so as to set forth the statutory 
classes of invention in the alternative only. Id. at 155 1 
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Claim Rejections - 35 USC §102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

13. Claims 1 and 10-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Mosler et 
al., U.S. Patent No. 6,304,858 (reference A on the attached PTO-892). 

14. As per claim 1, Mosler et al. teaches a method for facilitating trading, comprising the 
steps of: a. establishing a standardized form of contract for trading at a price on which a buyer 
and a seller agree, and having terms requiring the buyer and seller to settle based on a final 
settlement price (see column 4, lines 27-29); and; b. at least prior to a first reference time, 
facilitating trading of contracts based on said standardized form of contract through an exchange, 
a futures exchange, an options exchange, or a futures and options exchange (see column 4, lines 
29-36); wherein said final settlement price is determined as follows: i. determining a first level of 
a specified observable quantity (an "underlying"), at or around said first reference time; ii. 
determining a second level of said underlying at or around a second reference time, determined 
in accordance with the contract terms, that is later than said first reference time; and iii. 
determining, in accordance with contract terms, the final settlement price by reference to both 
said first level and said second level, said final settlement price determined as something other 
than a simple average of the two levels (see column 7, lines 44-51). 
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15. As per claim 10, Mosler et al. teaches a method for facilitating trading, comprising: a. 
establishing a standardized form of contract for trading, having terms which provide that a buyer 
and a seller enter into a specified number of further contracts, for trading at an overall price 
agreed by the buyer and the seller; and b. at least prior to a first reference time, facilitating 
trading of contracts based on said standardized form of contract through an exchange, a futures 
exchange, an options exchange, or a futures and options exchange; c. facilitating the settlement 
into said further contracts; wherein said further contracts have at least one term as defined in 
claim 1 (see column 9, lines 62-65). 

16. As per claim 11, Mosler et al. teaches a method of trading, comprising: trading a contract 
based on standardized form of contract through an exchange, a futures exchange, an options 
exchange, or a futures and options exchange, by telephone, internet, a wide area network or 
otherwise; wherein said standardized contract has at least one term as defined in any of claims 1 , 
9 or 10 (see column 5, lines 50-56, column 7, lines 63-67 and column 8, lines 1-21). 

17. As per claim 12, Mosler et al. teaches a computer system for submitting trade order 
information relating to a standardized contract, said trade order information being entered by a 
trader, to an exchange, wherein said standardized contract has at least one term as defined in any 
of claims 1, 9 or 10 (see column 8, lines 48-55). 

18. As per claim 13, Mosler et al. teaches a computer system for transmitting trade order 
information reflecting the prevailing buying and selling interest of a standardized contract on an 
exchange, a futures exchange, an options exchange, or a futures and options exchange; wherein 
said standardized contract has at least one term as defined in any of claims 1, 9 or 10 (see column 
8, lines 48-55). 
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19. As per claim 14, Mosler et al. teaches a computer system for displaying trade order 
information reflecting the prevailing buying and selling interest of a standardized contract on an 
exchange, a futures exchange, an options exchange, or a futures and options exchange; wherein 
said standardized contract has at least one term as defined in any of claims 1, 9 or 10 (see column 
16, lines 19-25). 

20. As per claim 15, Mosler et al. teaches a method for settling trades by clearing, through a 
clearinghouse, standardized contracts; wherein said standardized contracts have at least one term 
as defined in any of claims 1, 9 or 10 (see column 4, lines 29-36). 

21. As per claim 16, Mosler et al. teaches a computer readable medium embodying a set of 
computer executable instructions, which, when executed by one or more processors cause the 
one more processors to perform a method for submitting trade order information relating to a 
standardized contract, said trade order information being entered by a trader, to an exchange, a 
futures exchange, an options exchange, or a futures and options exchange; wherein said 
standardized contract has at least one term as defined in any of claims 1, 9 or 10 (see column 15, 
lines 35-52). 



Claim Rejections - 35 USC §103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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23. Claims 2-7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mosler 
et al, U.S. Patent No. 6,304,858 (reference A on the attached PTO-892) in view of Lara, U.S. 
PG-Pub No. 2004/0019555 (reference B on the attached PTO-892). 

24. As per claim 2, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. zero, if said second level is less than or equal to a strike level; or ii. proportionally to 
the excess of said second level over said strike level, if said second level is greater than said 
strike level; wherein said strike level is said first level subject to a multiplicative and/or additive 
adjustment, if any. Lara teaches wherein said final settlement price so determined, for a given 
said first level, is one of: i. zero, if said second level is less than or equal to a strike level; or ii. 
proportionally to the excess of said second level over said strike level, if said second level is 
greater than said strike level; wherein said strike level is said first level subject to a multiplicative 
and/or additive adjustment, if any (see paragraph 0026, lines 11-14). It would have been obvious 
to one of ordinary skill in the art at the time of the invention to incorporate this feature into the 
method of Mosler et al since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of the 
combination were predictable. 

25. As per claim 3, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. zero, if said second level is less than or equal to a strike level; or ii. proportional to the 
excess of said strike level over said second level, if said second level is greater than said strike 
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level; wherein said strike level is said first level subject to a multiplicative and/or additive 
adjustment, if any. Lara teaches wherein said final settlement price so determined, for a given 
said first level, is one of: i. zero, if said second level is less than or equal to a strike level; or ii. 
proportional to the excess of said strike level over said second level, if said second level is 
greater than said strike level; wherein said strike level is said first level subject to a multiplicative 
and/or additive adjustment, if (see paragraph 0026, lines 11-14). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to incorporate this feature into the 
method of Mosler et al since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of the 
combination were predictable. 

26. As per claim 4, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. proportional to the excess of said second level over a call strike level, if said second 
level is greater than said call strike level; ii. proportional to the excess of a put strike level over 
said second level, if said second level is less than said put strike level; or iii. zero, if said second 
level is both less than said call strike level and greater than said put strike level; wherein said call 
strike level is said first level subject to a multiplicative and/or additive adjustment, if any, and 
said put strike level is said first level subject to a multiplicative and/or additive adjustment, if 
any. Lara teaches wherein said final settlement price so determined, for a given said first level, 
is one of: i. proportional to the excess of said second level over a call strike level, if said second 
level is greater than said call strike level; ii. proportional to the excess of a put strike level over 
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said second level, if said second level is less than said put strike level; or iii. zero, if said second 
level is both less than said call strike level and greater than said put strike level; wherein said call 
strike level is said first level subject to a multiplicative and/or additive adjustment, if any, and 
said put strike level is said first level subject to a multiplicative and/or additive adjustment, if any 
(see paragraph 0027, lines 7-10). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to incorporate this feature into the method of Mosler et al since the 
claimed invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
27. As per claim 5, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. zero, if said second level is less than or equal to a strike level; or ii. proportional to the 
square of the excess of said second level over said strike level, if said second level is greater than 
said strike level; wherein said strike level is said first level subject to a multiplicative and/or 
additive adjustment, if any. Lara teaches wherein said final settlement price so determined, for a 
given said first level, is one of: i. zero, if said second level is less than or equal to a strike level; 
or ii. proportional to the square of the excess of said second level over said strike level, if said 
second level is greater than said strike level; wherein said strike level is said first level subject to 
a multiplicative and/or additive adjustment, if any (see paragraph 0026, lines 11-14). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to incorporate 
this feature into the method of Mosler et al since the claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the same 
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function as it did separately, and one of ordinary skill in the art would have recognized that the 
results of the combination were predictable. 

28. As per claim 6, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. zero, if said second level is greater than or equal to a strike level; or ii. proportional to 
the square of the excess of said second level over said strike level, if said second level is greater 
than said strike level; wherein said strike level is said first level subject to a multiplicative and/or 
additive adjustment, if any. Lara teaches wherein said final settlement price so determined, for a 
given said first level, is one of: i. zero, if said second level is greater than or equal to a strike 
level; or ii. proportional to the square of the excess of said second level over said strike level, if 
said second level is greater than said strike level; wherein said strike level is said first level 
subject to a multiplicative and/or additive adjustment, if any (see paragraph 0027, lines 7-10). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate this feature into the method of Mosler et al since the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have performed 
the same function as it did separately, and one of ordinary skill in the art would have recognized 
that the results of the combination were predictable. 

29. As per claim 7, Mosler et al. teaches the method of claim 1 as described above. Mosler et 
al. fails to teach wherein said final settlement price so determined, for a given said first level, is 
one of: i. proportional to the square of the excess of said second level over a call strike level, if 
said second level is greater than said call strike level; ii. proportional to the excess of a put strike 
level over said second level, if said second level is less than said put strike level; or iii. zero, if 
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said second level is both less than said call strike level and greater than said put strike level; 
wherein said call strike level is said first level subject to a multiplicative and/or additive 
adjustment, if any and said put strike level is said first level subject to a multiplicative and/or 
additive adjustment, if any. Lara teaches wherein said final settlement price so determined, for a 
given said first level, is one of: i. proportional to the square of the excess of said second level 
over a call strike level, if said second level is greater than said call strike level; ii. proportional to 
the excess of a put strike level over said second level, if said second level is less than said put 
strike level; or iii. zero, if said second level is both less than said call strike level and greater than 
said put strike level; wherein said call strike level is said first level subject to a multiplicative 
and/or additive adjustment, if any and said put strike level is said first level subject to a 
multiplicative and/or additive adjustment, if any (see paragraph 0027, lines 7-10). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to incorporate this 
feature into the method of Mosler et al since the claimed invention is merely a combination of 
old elements, and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have recognized that the 
results of the combination were predictable. 

30. As per claim 9, Mosler et al. teaches a method for facilitating trading, comprising: a. 
establishing a standardized form of contract for trading at a price on which a buyer and a seller 
agree, and having terms which provide that the buyer is granted an option and the seller grants an 
option (see column 4, lines 27-29); and b. at least prior to a first reference time, facilitating 
trading of contracts based on said standardized form of contract through an exchange, a futures 
exchange, an options exchange, or a futures and options exchange (see column 4, lines 29-36); c. 
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upon each valid exercise of said option by a buyer, facilitating the settlement associated with 
such exercise; wherein said further contracts have terms as defined in claim 1 (see column 9, 
lines 35-38 and 47-5 1) . Mosler et al. fails to teach wherein said option is either a call option or 
a put option over a specified quantity of further contracts, which the buyer may exercise during 
some specific time period(s), and with a specified strike price. Lara teaches wherein said option 
is either a call option or a put option over a specified quantity of further contracts, which the 
buyer may exercise during some specific time period(s), and with a specified strike price (see 
paragraph 0025, lines 1-12). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate this feature into the method of Mosler et al since the claimed 
invention is merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the results of the combination were predictable. 



Conclusion 

3 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samica L. Norman whose telephone number is (571)270-1371. 
The examiner can normally be reached on Mon-Thur 6:30a-4p, w/ 1st Fri off & 2nd 6:30a-3p. 

32. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on (571) 272-6703. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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33. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3696 
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